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DETAILED ACTION 
Pending Claims 

Claims 1, 2, 4, and 5 are pending. 

Claim Interpretation 

1 . In claims 1 , 2, 4, and 5, the term (meth)acrylic acid in the instant claims includes both 
acrylic acid and methacrylic acid. Furthermore, the term alkyl (meth)acrylate includes both alkyl 
acrylate and alkyl methacrylate. 

2. In claims 1, 2, 4, and 5, the recitation "masking tape " has been given little patentable 
weight because the recitation occurs in the preamble. A preamble is generally not accorded 
patentable weight where it merely recites the purpose of a process or the intended use of a 
structure, and where the body of the claim does not depend on the preamble for completeness 
but, instead, the process steps or structural limitations are able to stand alone. See In re Hirao, 
535 F.2d 67, 190 USPQ 15 (CCPA 1976) mdKropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 
481 (CCPA 1951). 

In the instant case, the preamble merely recites the intended use of the tape, wherein the 
prior art can meet this future limitation by merely being capable of such intended use. 

Response to Amendment 

3. The rejection of claims 1, 2, 4, and 5 under 35 U.S.C. 102(a) as being anticipated by 
Takeda et al. (WO 03/064552 Al) has been overcome by Applicant's perfection of their foreign 
priority claim. 
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4. The rejection of claims 1, 2, 4, and 5 under 35 U.S.C. 102(b) as being anticipated or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Schuman et al. (US 2001/0055679) has 
been overcome by amendment. 

5. The rejection of claims 1, 2, 4, and 5 under 35 U.S.C. 102(b) as being anticipated or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Schuman et al. (US 2002/01 14948) has 
been overcome by amendment. 

6. The rejection of claims 1, 2, 4, and 5 under 35 U.S.C. 102(b) as being anticipated or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Liu et al. (US Pat. No. 4,762,747) has 
been overcome by amendment/with drawn. Note: after further consideration, it is unclear if the 
adhesive of Liu et al. is a pressure sensitive adhesive. The hot-press bonding method in the 
Examples suggests otherwise. 

7. The rejection of claims 1, 2, 4, and 5 under 35 U.S.C. 103(a) as being unpatentable over 
Yamanaka et al. (US 2003/0124346 Al) in view of Schuman et al. (US 2001/0055679) has been 
overcome by amendment. 

Response to Arguments 

8. Applicant's arguments with respect to Takeda et al. (see pages 3-4 of the response filed 
November 10, 2008) have been fully considered but they are not fully persuasive. 

The certified translation of the JP 2003-206343 disqualifies the reference under 102(a). 
However, the reference still qualifies under 102(e) with a 102(e) date of November 14, 2002. 
Furthermore, a statement of common ownership can only disqualify a 102(e) reference when it is 
applied under 35 U.S.C. 103(a) - see MPEP 706.02(l)(3). 
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9. Applicant's arguments with respect the remaining previous prior art rejections (see pages 
4-7 of the response filed November 10, 2008) have been considered but are moot in view of the 
new ground(s) of rejection. 

Claim Rejections - 35 USC §102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2 ) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 



1 1 . Claims 1 , 2, 4, and 5 are rejected under 35 U.S.C. 102(e) as being anticipated by Takeda 
et al. (WO 03/064552 Al). 
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The applied reference has a common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Regarding claims 1, 2, and 4 , Takeda et al. disclose: (1) a heat resistant masking tape 
(Abstract; Example 1: see pages 13-15, particularly Table 1; claims 6-8), comprising: (1) a heat 
resistant backing film layer selected from the group consisting of polyethylene naphthalate, 
polyphenylene sulfide, and polyimide (Abstract; claims 6-8; Example 1 : see page 14, line 18 
through page 15, line 16), further wherein a surface of the heat resistant backing film layer is 
surface treated (Example 1: see page 14, line 18 through page 15, line 16); and (2) a non-aqueous 
pressure-sensitive adhesive layer disposed on the treated surface of the heat resistant backing 
film layer (Abstract; Example 1: see pages 13-15, particularly Table 1), wherein the pressure- 
sensitive adhesive layer comprises a polymer resulting from solution polymerizing and cross- 
linking in an organic solvent (Example 1: see pages 13-15, particularly Table 1) a monomer 
mixture comprising: 

• an alkyl (meth)acrylate with an alkyl group having 4 to 15 carbon atoms 
(Example 1: see pages 13-15, particularly Table 1); 

• glycidyl (meth)acrylate (Example 1: see pages 13-15, particularly Table 1); and 

• (meth)acrylic acid (acrylic acid or methacrylic acid) (Example 1 : see pages 13- 
15, particularly Table 1); 
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the glycidyl (meth)acrylate being present in an amount of 2 to 13% by weight of the total 
weight of monomers (Example 1: see pages 13-15, particularly Table 1) and the (meth)acrylic 
acid (acrylic acid or methacrylic acid) being present in an amount of 1 to 7% by weight of the 
total weight of monomers (Example 1 : see pages 13-15, particularly Table 1); (2) wherein said 
pressure-sensitive adhesive layer has a thickness of 0.5 to 100 um (Example 1 : see pages 13-15, 
particularly page 15, lines 6-11; claims 6-8); and (4) wherein said heat resistant backing layer has 
a thickness of 1 to 250 um (Example 1 : see pages 13-15, particularly page 15, lines 1-5; claims 
6-8). 

Regarding claim 5 , the prior art is as set forth above and incorporated herein to anticipate 
the instant invention. 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13. Claims 1, 2, 4, and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamanaka et al. (US 2003/0124346) in view of Zhou et al. (US 2002/01321 1 1) has been 
overcome by amendment. 

Regarding claims 1, 2, and 4 , Yamanaka et al. disclose: (1) a heat resistant masking tape 
(Abstract; paragraph 0001), comprising: (1) a heat resistant backing film layer (paragraph 0072); 
and (2) a pressure-sensitive adhesive layer disposed on a surface of the heat resistant backing 
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film layer (paragraphs 0008-0015), wherein the pressure-sensitive adhesive layer comprises a 
polymer resulting from polymerizing and cross-linking a monomer mixture comprising: 

• an alkyl (meth)acrylate with an alkyl group having 4 to 15 carbon atoms 
(paragraphs 0020-0021); 

• an optional copolymerizable monomer (paragraph 0023); and 

• (meth)acrylic acid (paragraphs 0022); 

the optional copolymerizable monomer being present in an amount of 2 to 13% by weight 
of the total weight of monomers (paragraph 0023) and the (meth)acrylic acid being present in an 
amount of 1 to 7% by weight of the total weight of monomers (paragraph 0022); (2) wherein said 
pressure-sensitive adhesive layer has a thickness of 0.5 to 100 um (paragraph 0072); and (4) 
wherein said heat resistant backing layer has a thickness of 1 to 250 um (paragraph 0072). 

Yamanaka et al. disclose the use of an optional copolymerizable monomer, wherein the 
list of candidates includes glycidyl (meth)acrylate (see paragraph 0023). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to include glycidyl (meth)acrylate in the composition of Yamanaka et al. because they 
disclose the use of an optional copolymerizable monomer. The list of candidate monomers 
includes glycidyl (meth)acrylate. 

Yamanaka et al. fail to explicitly disclose a non-aqueous adhesive formed by solution 
polymerizing and cross-linking in an organic solvent. However, it should be noted that this 
represents a product-by-process limitation. It has been found that, "[E]ven though product-by- 
process claims are limited by and defined by the process, determination of patentability is based 
on the product itself. The patentability of a product does not depend on its method of 
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production. If the product in the product-by-process claim is the same as or obvious from a 
product of the prior art, the claim is unpatentable even though the prior product was made by a 
different process," - In re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (see 
MPEP 2113). In the instant case, the final (dried) product would have been free of non-reactive 
carrier fluid (water or solvent), regardless of the carrier type. 

Therefore, it appears that the tape of Yamanaka et al. obviously satisfies the instant 
invention because all of the reactive material limitations have been satisfied. The final (dried) 
product, as claimed, would have been free of non-reactive carrier fluid (water or solvent), 
regardless of the carrier type. 

Yamanaka et al. disclose the use of polyester films; however, they fail to explicitly 
disclose: (1) (a) wherein said heat resistant backing film layer is selected from the group 
consisting of polyethylene naphthalate, polyphenylene sulfide, and polyimide; (b) further 
wherein a surface of the heat resistant backing film layer is surface treated; and (c) wherein the 
pressure-sensitive adhesive is disposed on the treated surface. 

Zhou et al. also disclose pressure-sensitive adhesive articles (see Abstract) featuring heat 
resistant backing films (see paragraph 0021). Zhou et al. demonstrate that polyethylene 
naphthalate films are representative of polyester films for this type of pressure-sensitive adhesive 
article (see paragraph 0021). Furthermore, they disclose that a primer treatment is preferably 
employed when using these polyethylene naphthalate films (see paragraph 0021). In light of 
this, it has been found that the selection of a known material based on its suitability for its 
intended use supports a prima facie obviousness determination - see MPEP 2144.07. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use a (primed) polyethylene naphthalate backing film, as taught by Zhou et al, in 
the pressure-sensitive adhesive article of Yamanaka et al. because the teachings of Zhou et al. 
demonstrate that polyethylene naphthalate films are representative of polyester films for this type 
of pressure-sensitive adhesive article. Furthermore, they disclose that a primer treatment is 
preferably employed when using these polyethylene naphthalate films. 

Regarding claim 5 , the prior art is as set forth above and incorporated herein to obviously 
satisfy the instant invention. 

14. Claims 1, 4, and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lehmann et al. (US Pat. No. 4,038,454) in view of Zhou et al. (US 2002/01321 1 1). 

15. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lehmann et al. 
(US Pat. No. 4,038,454) in view of Zhou et al. (US 2002/01321 1 1) and Yamanaka et al. (US 
2003/0124346). 

Regarding claims 1 and 4 , Lehman et al. disclose: (1) a heat resistant tape (Abstract; 
column 5, lines 36-46), comprising: (1) a heat resistant backing film layer (Example 4: see 
column 8, lines 1-38), further wherein a surface of the heat resistant backing film layer is surface 
treated (Example 4: see column 8, lines 1-38); and (2) a non-aqueous pressure-sensitive adhesive 
layer disposed on the treated surface of the heat resistant backing film layer (Example 4: see 
column 8, lines 1-38), wherein the pressure-sensitive adhesive layer comprises a polymer 
resulting from solution polymerizing and cross-linking in an organic solvent (Example 4: see 
column 8, lines 1-38) a monomer mixture comprising: 
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• an alkyl (meth)acrylate with an alkyl group having 4 to 15 carbon atoms 
(Example 4: see column 8, lines 1-38); 

• glycidyl (meth)acrylate (Example 4: see column 8, lines 1-38); and 

• (meth)acrylic acid (acrylic acid or methacrylic acid) (Example 4: see column 8, 
lines 1-38); 

the glycidyl (meth)acrylate being present in an amount of 2 to 13% by weight of the total 
weight of monomers (Example 4: see column 8, lines 1-38) and the (meth)acrylic acid (acrylic 
acid or methacrylic acid) being present in an amount of 1 to 7% by weight of the total weight of 
monomers (Example 4: see column 8, lines 1-38); and (4) wherein said heat resistant backing 
layer has a thickness of 1 to 250 um (Example 4: see column 8, lines 1-38; column 6, lines 1-11). 

Lehman et al. disclose the use of a polyethylene terephthalate backing film; however, 
they fail to explicitly disclose: (1) a heat resistant backing film layer selected from the group 
consisting of polyethylene naphthalate, polyphenylene sulfide, and polyimide. 

The teachings of Zhou et al. are as set forth above and incorporated herein. They disclose 
that polyethylene terephthalate and polyethylene naphthalate are equivalent and interchangeable 
polyester backing films used in pressure-sensitive adhesive articles (see paragraph 0021). This 
includes scenarios wherein a primer treatment is applied to the backing film (see paragraph 
0021). In light of this, it has been found that substituting equivalents known for the same 
purpose is prima facie obvious - see MPEP 2144.06. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to substitute the polyethylene terephthalate backing film of Lehman et al. with a 
polyethylene naphthalate backing film because the teachings of Zhou et al. establish that these 
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materials are equivalent and interchangeable polyester backing films used in pressure-sensitive 
adhesive articles. This includes scenarios wherein a primer treatment is applied to the backing 
film. 

Regarding claim 5 , the prior art is as set forth above and incorporated herein to obviously 
satisfy the instant invention. 

Regarding claim 2 , Example 4 of Lehman et al. disclose a pressure-sensitive adhesive 
layer thickness of 200 um. Hence, they fail to explicitly disclose: (2) wherein said pressure- 
sensitive adhesive layer has a thickness of 0.5 to 1 00 um. 

Although the thickness set forth in Example 4 of Lehman et al. falls outside of this range, 
there is nothing in this reference that teaches away from using other adhesive thicknesses. 
Turning to Zhou et al. (see paragraph 0063) and Yamanaka et al. (see paragraph 0072), these 
references establish that the instantly claimed adhesive thickness is recognized in the art as a 
suitable thickness in pressure-sensitive adhesive articles. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the instantly claimed adhesive thickness, as taught by Zhou et al. and Yamanaka 
et al, in the pressure-sensitive adhesive article of Lehman et al. because the teachings of Zhou et 
al. Yamanaka et al. demonstrate that the instantly claimed adhesive thickness is recognized in the 
art as a suitable thickness in pressure-sensitive adhesive articles. 
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Communication 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Feely whose telephone number is (571)272-1086. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Y. Pyon can be reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Michael J Feely/ 

Primary Examiner, Art Unit 1796 



January 29, 2009 



